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1.1
This chapter is an introduction to the discipline of intellectual property law. You will examine the nature of intellectual property and the aims and content of intellectual property law (IP Law). A brief overview will be given of the main rights and actions in IP law, together with an analysis of the various themes which underpin this area of law. The importance of the European and international dimensions to intellectual property law will be emphasised. Here we lay the groundwork for the rest of this book, and you should use this chapter as a platform for further in-depth study.

By the end of this chapter you should be able:
· To define intellectual property and the broad church that is intellectual property law;

· To articulate the aims and objectives of intellectual property law and to place it in its wider commercial setting;

· To give a brief account of the range and type of intellectual property rights which exist;

· To appreciate the relationships between different levels of intellectual property law  (a) nationally (b) at the European level,  and (c) on the international stage.

· To understand the various influences on the formation and development of IP law, as well as the tensions that arise when the law seeks to protect intellectual property.

Exercise: Before reading this chapter ask yourself, what is “intellectual property”? Do you think that it should receive legal protection? What form should that legal protection take? Try to justify your responses and then compare your views with what we say below.
What is intellectual property law?

1.2
This is a book about the law that protects intellectual property (IP Law). Let us begin, then, with a very brief overview of the various elements of this area of law, which at first will seem disconnected. We will then go on to explore the themes that tie these elements together, and to consider the influences that shape and form modern IP Law. 

1.3
Intellectual property law comprises a wide range of forms of protection for intellectual property. It encompasses statutory and common law provisions and has aspects which are shaped by international, European and national considerations. A significant number of intellectual property rights (IPRs) exist, and each is tailored to protect a particular example of intellectual property. 

The statutory rights

1.4
The principal forms of intellectual property are four in number, and in the United Kingdom these are protected by statute. They are:

PATENTS - Patents Act 1977
Patent law protects inventions, which can be described as technical solutions to technical problems. An invention can be a product or a process. An invention is the paradigmatic example of ‘industrial property’ - a concept which we will explore further below. The Patent Office in Newport in Gwent is responsible for the grant of patents in the United Kingdom.
 The European Patent Office in Munich is responsible for the grant of ‘European’ patents.
 There is no such thing as a world patent.
 

COPYRIGHT - Copyright, Designs and Patents Act 1988
Copyright law is designed to protect aesthetic and artistic creations such as literary, musical, dramatic and artistic works - known as original works - together with derivative works such as films, sound recordings, cable programmes, broadcasts and the typographical arrangement of a published work (i.e. the way the material is laid out). Copyright was expanded considerably throughout the course of the 20th Century to protect new and emerging forms of intellectual property such as computer software and databases. Copyright protection arises on the creation of a protectable work. There is no need to register the right (cf patents).

DESIGNS​ - Registered Designs Act 1949 and Copyright, Designs and Patents Act 1988
Design law protects the way in which a commercially produced article ‘looks’ and/or ‘functions’. Designs can either be protected by registration (aesthetic designs) or automatically on the creation of a design document or an article embodying the design (primarily functional designs).  The two forms of protection are not mutually exclusive. There is much potential for overlap between copyright protection for artistic works and design protection. The UK Patent Office is responsible for the grant of British registered designs and for maintaining the Design Register. Registered and unregistered European Community design rights are now also available. Oversight of this system and the registration process is handled by the Office for Harmonization in the Internal Market (OHIM) in Alicante, Spain.
 

TRADE MARKS - Trade Marks Act 1994
Trade marks operate to distinguish the goods and services of one enterprise from those of another. They exist as badges of origin and help the consumer to avoid confusion between goods or services of variable quality. Trade marks can assist greatly in bolstering protection for goods already protected by another form of intellectual property law. For example, patent protected drugs will invariably carry their own trade mark, e.g. Viagra or Valium. Trade mark protection is awarded by registration. In the UK, this is handled by the Trade Mark Registry, once again, at the Patent Office in Newport. A European Community Trade Mark is also available, awarded by the OHIM.

Common law actions

1.5
Beyond these statutory rights a number of common law actions are also considered to make up the body of intellectual property law in the United Kingdom. We examine these in full depth in chapters X and Y. For now, it is only important that you understand the ambit of the two main actions.

PASSING OFF 

Passing Off protects the goodwill or reputation of traders in respect of their product ‘get-up’, name or trading style. The action becomes relevant when traders copy a rival’s ‘get up’ and when this leads to, or is likely to lead to, public confusion between the competing products. There is much scope for overlap between trade mark protection and passing off. Often both actions are brought in same dispute.

BREACH OF CONFIDENCE

The common law action of breach of confidence is often included in the definition of intellectual property law. The action provides ancillary support in the protection of the interests of intellectual property producers, especially when other forms of IPRs are sought through registration and when information about the intellectual property must be kept out of the public domain prior to registration, for example, as with patents and registered designs. Trade secrets also provide an alternative means to protect valuable knowledge, for by definition, trade secret protection through the action of breach of confidence is concerned with keeping valuable information out of the public domain. In contrast, registrable intellectual property rights require full public disclosure before protection will be considered.  

Sui Generis rights

1.6
In more recent years a series of new intellectual property rights have been introduced, usually because of the success of arguments that existing forms of protection are inadequate to accommodate emerging technologies, and/or because political agendas have desired a novel and unique form of protection. Some key examples include the following: 

SEMI-CONDUCTOR TOPOGRAPHY​ - Design Right (Semiconductor Topographies) Regulations 1989 (SI 1989/1100)
Semi-conductor topography concerns the layout of computer circuit boards. The UK originally created a “topography right” in 1987 to comply with a European Directive.
 Since then topographies are protected as a special form of unregistered design right. The move to protect this form of intellectual property came after pressure was brought to bear by the United States which threatened to exclude foreign nationals from protection under its own law if equivalent provisions did not exist in their own countries.                                                                                                                                                                

PLANT BREEDERS’ RIGHTS - Plant Varieties and Seeds Act 1964 and Plant Varieties Act 1997
New varieties of plants and seeds can be protected by a right of protection under UK legislation which complies with a European Regulation from 1994.
 Moreover, protection of the rights in question is required by the International UPOV Convention of 1961, as amended 1991.

                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                                           DATABASE RIGHTS - Copyright and Rights in Databases Regulations 1997 

(SI 1997/3032), now incorporated into Copyright, Designs, Patents Act 1988.

Compilations of data can receive protection in Europe as a database in two separate ways. First, if the structure of the compilation is original, then the structure is protected by copyright. Second, the underlying material can be protected if sufficient investment has been made in its compilation. ‘Investment’ is broadly defined and includes both investment of time and money. This material is protected by a ‘database right’ which entitles the ‘maker’ of the database to prevent another from extracting the whole or a significant part of the database without permission. This is a sui generis form of protection which is not required under international obligations. It will therefore only be accorded to foreign nationals whose country accords similar degrees of protection. Copyright protection in the contents of the database is not precluded by the existence of the new right.

Question: What could possibly unite these disparate areas of protection? Can you see any common themes that might link them together? 

What is intellectual property?

1.7
In this section we will attempt to make sense of this seemingly disparate collection of legal rights. Let is begin by asking, what is “intellectual property”? 

1.8
Intellectual property is frequently referred to as “the novel products of human intellectual endeavour”. Yet, the use of the term ‘property’ to describe intellectual products implies the existence of rights and, perhaps more importantly, remedies in respect of the property and any unwarranted interference with it. A property paradigm, in turn, implies a system of control to be exercised by the right holder, that is, control of the subject matter of his property right. What makes a book your book in legal terms is the fact that no one can take, use or otherwise interfere with your property without your permission. At this level, intellectual property protection operates in a similar fashion. It is concerned with identifying and policing permissible and impermissible dealings with intellectual products, usually by reference to the consent of the right holder, at least in the first instance. However, in many other respects an analogy with tangible property rights - that is, property rights over physical entities - does not help us to understand what we mean by intellectual property. For example, your book will not stop being your book at midnight tonight, yet in most cases intellectual property rights eventually expire, leaving the subject matter without an owner and so free to be used or exploited by anyone. Similarly, no one can require you to lend your book to others so that they might benefit from it, whereas with certain forms of intellectual property compulsory licences can be granted to third parties to exploit the property in question. Finally, all forms of intellectual property must qualify for protection according to stringent criteria which vary depend on the kind of property right that is being sought. This is not true of other forms of property which assume the quality of property be sheer dint of their existence.   

1.9
In order to understand how and why intellectual property is treated in this way we must first appreciate that at the broadest level of abstraction intellectual property is concerned with protection of information. Kylie Minogue’s songs, Margaret Atwood’s latest poem, the website that supports this textbook, Jean Paul Gaultier’s designer labels, OUP’s electronic databases of authors, the chemical formulae for new cancer drugs, and the shape of VOLVIC®’s newest mineral water bottle, are all protectable as intellectual property, but they are all equally simply classes of information. Thus, unlike many forms of property, intellectual property rights protect intangibles, and this gives rise to considerable problems over the control of the property and its protection. For example, unlike moveable property, interference with intellectual property can occur without exhaustion of the property itself. If I borrow your book you are automatically precluded from using it, but if I copy your process for refining sugar this in no way precludes you from using the process for your own ends, or indeed, from passing it to others. This makes protection and exploitation potentially problematic. It is largely for this reason that rights and remedies are not available for intellectual products in the abstract. That is, protectable intellectual property does not exist in unspecific and ill-defined ideas alone. Such ideas must be reduced to some tangible embodiment before rights and remedies will accrue.
 

1.10
But this does not explain why intellectual property rights expire, nor why the scope of these rights can be limited in certain circumstances. To understand these features of intellectual property protection we must ask:

Question: Which interests are furthered, or compromised, by the protection of intellectual property? 

· Moral interests 

1.11
A wise and now long-dead Scottish lawyer once wrote: “Of all things, the produce of a man’s intellectual labour is most peculiarly distinguishable as his own”.
 This neatly sums up the moral reasons why intellectual property is protected. Intellectual products are produced by the efforts of people who have contributed parts of themselves to the creation of the new entity, and so it is thought that intellectual property reflects a moral connection between the property and its creator. Thus, in theory at least, to protect the property is also to protect certain crucial personal interests. Such interests can be compromised, for example, when control is relinquished to a third party and the property is subjected to some form of derogatory treatment. And, a creator might happily renounce his economic stake in his property  - for example, by selling it - this does not mean that his moral interests are also abandoned. This sort of reasoning is directly reflected in the law of copyright, as we discuss in Chapter 3. 

1.12
Another common moral reason to protect intellectual property is because it would be unjust if others could benefit from a creator’s time, labour and expenditure if it were possibly simply to copy new intellectual products without fear of reprisal. The standard example that everyone can understand is the experience of the pharmaceutical company. It is estimated that it costs between $300-500 million to bring a new drug to market. Most of this is spent in research and development and in gaining regulatory approval for the drug’s safety and efficacy. However, once a drug is available it is incredibly easy to copy at a tiny fraction of this original cost. Would it be fair if rival companies were allowed to do so? Moreover, would any company go to the bother and expense of being the first to develop and market a new drug?
· Social interests 

1.13
This brings us to the all important issue of social interests. Considerable social benefit can arise from intellectual property. Indeed, it is precisely this argument that is advanced by pharmaceutical companies: ‘give us protection for our drugs and we will have an incentive to produce them - deprive us of that protection and the incentive is gone’. This may be true, but it is also important to appreciate that social interests can be significantly compromised if intellectual property is protected too strongly. For example, if too much market control is given to a creator then a paradigm may be established which will interfere with healthy competition which will operate to the detriment of competitors and consumers alike. Similarly, an inventor might choose to suppress a significant technological development or refuse to license it to third parties, thereby compromising social interests which could benefit from access to the technology. These arguments help to explain why limits are placed on intellectual property rights, and we explore them further below.       

1.14
In addition, the granting of intellectual property rights over certain novel creations can give rise to social consternation about the morality of certain acts of creation and the legal protection of them. This has been most notable in recent years in the context of the patentability of the products of the biotechnology industry. Patents have been granted for the creation of genetically engineered human gene fragments and the development of animals which contain genetic material from foreign species, including humans (transgenic animals). Many voices have been raised In Europe in objection to this as a fundamentally immortal practice. We explore this debate and its outcome in Chapter 5 It should be noted, however, that questions of morality in the granting of intellectual property rights potentially impinge on all of the statutory forms of intellectual property.
 This is because IPRs are granted at the behest of the state, and it is virtually impossible for it not to assume a role as moral gate-keeper as a result. The courts are also most unwilling to treat iniquitous information as ‘confidential’ for the purposes of the common law.

· Economic interests 

1.15
The economic interests of the producer of intellectual property and his competitors and his customers will be affected when that property is exploited in the marketplace. The degree to which occurs depends on the rights and remedies which are accorded to the property in question - and it is here that we find one of the most serious areas of tension in intellectual property protection. When intellectual property is introduced into a market it can have profound effects on the market’s overall economic balance as well as the economic well-being of the geographical area as a whole in which it is exploited. There is, therefore, considerable room for dispute between the legitimate boundaries of IP protection and the encouragement of a free market economy. Indeed, this is most acutely felt within the confines of the European Union, where the commitment of member states to a single market in which goods can circulate freely between states is threatened by the exercise of intellectual property rights, which, by their nature, potentially erect barriers to such free trade. We discuss further below.   

1.16
Considering all of these interests, it should be clear that what is required is a balance that seeks to ensure that no one interest or group of interests dominates, while at the same time ensuring a fair and just degree of protection for any intellectual property that has been produced. It is the overarching role and aim of intellectual property law to achieve such a balance.

Policies and tensions in intellectual property         

1.17
The protection of intellectual property is driven by a number of important, and at times competing, policies. The outcomes of any tussle between these policies ultimately shapes the nature and scope of intellectual property rights and determines the future direction of intellectual property law. Let us consider in more depth the various interests and policies at stake.

The protection of private interests through property rights

1.18
(i) Property rights generally support and promote private interests, paramount among which is the interest of the owner to enjoy his property. Thus, these rights usually include exclusive control of the property and the right to exclude others from unauthorised use. Only in rare circumstances are the private rights of an owner curtailed to further a public interest, for example, through the compulsory acquisition of land. The enjoyment of one’s property is guaranteed as a matter of individual human rights,
 and it is a fundamental tenet of European law that national systems of property law should not be influenced by European measures.

Reconciling public and private interests

1.19
(ii) The mere existence of intellectual property can, however, significantly influence a number of public interests, as we have seen above. All forms of intellectual property contribute something new to the sum total of human knowledge, and this can occur across every conceivable realm of human experience; from the development of new pharmaceuticals to treat cancer and AIDS, to the design of more comfortable office chairs; from the creation of beautiful (and not so beautiful) works of art, literature, music, or dance, to the introduction of distinctive packaging to assist consumers in distinguishing between the ever-burgeoning range of soft drinks on offer; from the splicing of genetic material to create a new strain of rose, to the improvement in processing times of computer board circuitry. All of these innovations can be the subject of intellectual property rights, and their introduction to the public realm can surely only enrich the human condition.      

1.20
(iii) It should be self-evident, then, that innovations such as these are to be encouraged, and the so-called reward theory of intellectual property seeks to promote this by engendering a cyclical pattern of social interaction whereby those who innovate are rewarded by the grant of property rights, which in turn act as an incentive to others to innovate, who are rewarded in their turn, and so on. 

The cyclical pattern of intellectual property production and protection


 

REWARD

 INNOVATION 


INCENTIVE


1.21
(iv) However, this model only serves its purpose if the intellectual products find their way into the public domain, and it is one of the paradoxes of our intellectual property regime that it seeks to promote public interests by granting private rights which - as we have seen above - under a classic property model imply exclusive control over the subject matter. The public interest can, therefore, be jeopardised if private rights are exercised in a way that means that the property in question is not used or exploited in a public setting.        

1.22
(v) A further paradox arises from the particular type of property right that is granted. This is a monopoly, which, by definition, is an exclusive right of control within a market - the quintessential public forum. A monopoly allows the right holder to exclude others from the market by a variety of means, for example, by prohibiting direct copying of his property by rivals or by preventing unauthorised importation of samples of the property from a market where the price is lower, thereby stopping the importer from undercutting his prices. The potential for adverse influence from the exercise of intellectual property rights can therefore extend across a number of public interests. Not only might various technological, scientific, artistic or consumer ends be thwarted, but over zealous use of these rights within a market can lead to a distortion in competition, which in turn impacts on wider economic interests, including those of the individual consumer who might have to pay higher prices to obtain new products, and those of competitors who must find another way to compete.

1.23
(vi) This is not to say that the existence of monopolistic rights necessarily leads to these outcomes. Indeed, economists and others argue endlessly about whether monopolies hinder or promote competition,  in that a monopoly can also serve as an incentive to others to participate in the market dynamic and so secure a monopoly of their own. What can be said with certainty, however, is that some forms of monopoly can, and do, lead to adverse outcomes. Some monopolistic practices are accordingly prohibited outright. We see this most obviously in the context of Articles 81 and 82 of the EC Treaty, which respectively prohibit practices amounting to cartels or abuses of a dominant market position where these are likely to affect trade between member states. Each of these prohibitions has a potential direct bearing on the ways in which intellectual property owners can exercise their rights, and we revisit these provisions below as well as in more detail in chapter X. 

1.24
In other contexts the matter distils, once again, into a question of striking a balance between the potentially competing public and private interests. It is in this respect that intellectual property rights differ most significantly from traditional property rights. Consider, for example, the following features that are found in the domain of IPRs.

· In some contexts an intellectual property owner cannot simply refuse to exploit, or prevent others from exploiting, his property once he has received protection for it. The fear is that if this were so certain technological developments would never make it into the public domain and further innovation would be stifled under the threat of a law suit for infringement of intellectual property rights. Thus, in the context of patents and design law, compulsory licences can be granted to third parties who apply to the relevant authority
 if the right holder does not exploit his property within a certain period of time (three years from the date of grant as in the case of patents),
 or when the intellectual property right is nearing the end of its term (the last five years of protection in the case of unregistered design right).
 These measures have the effect of removing the exclusive control of the IPR subject matter from the rights holder, and he is compensated to the extent that the third parties’ rights are akin to those that would have been granted under a reasonable licence agreement, requiring the payment of a ‘just’ licence fee to the owner of the IP. A variation on this theme is the right of a government department to engage in otherwise infringing acts in relation to a patented invention without the consent of the proprietor “for services of the Crown”.
 Here too compensation is payable to the IP owner (or an exclusive licensee) for “any loss resulting from his not being awarded a contract to supply the patented product or...to perform the patented process or supply a thing made by means of the patented process”.
    

· In other contexts, an intellectual property owner may not be able to prevent certain uses of his property by others when these uses serve another valuable public interest. For example, a copyright holder cannot sue a third party who engages in ‘permitted acts’ with respect to the work. These acts include copying done for the purposes of research or private study,
 dealings with the work for the purposes of criticism, review or news reporting,
 and things done for the purposes of instruction, examination or education.
 Similarly, a trade mark owner cannot prevent the use of his trade mark by a rival who simply engages in comparative advertising, i.e. - compares his goods or services with those of the trade mark owner in an accurate and honest manner.
 This latter practice is thought to encourage competition by raising consumer awareness about the range and quality of products available on the market. The permitted acts in copyright law are considered to be fair dealings with the work, in that they serve independent and worthwhile interests without unduly compromising the individual (economic) interests of the copyright holder. However, the question of what is ‘fair’ is a matter of endless dispute, as we discuss in chapter 5.   

· In all cases intellectual products must qualify for protection, that is, they must satisfy certain pre-determined criteria in order to assume the quality of property. The most obvious example is that all forms of intellectual property must be ‘new’ in the sense that they must represent something that does not already form part of the public domain. The stringency of the qualification criteria for each property right is often linked to the strength and length of the monopoly that ultimately might be granted.

1.25
The balance which the law strikes between all these competing interests and ideas is endlessly controversial, with the result that proposals for reform, and actual reforms, are continuously occurring.  In the UK, the Government ordered a review of the intellectual property system in December 2005, headed by Mr Andrew Gowers.  Its remit was to 
“examine all elements of the IP system, to ensure that it delivers incentives while minimising inefficiency. Specifically:

· The way in which Government administers the awarding of IP and provides support to consumers and business.  The award and observance of IP should be predictable and transparent, with minimal information costs and transaction costs for firms and citizens.

· The way in which businesses and other organisations use IP.  The structure of the IP framework should reflect the impact of economic and technological change on the nature of intellectual assets and their importance to businesses across different sectors.

· How well businesses, other organisations and individuals are able to exchange and trade IP – in particular negotiating the complexity and expense of the copyright and patent systems, including copyright and patent licensing arrangements.  Exchange of IP should be facilitated by accurate valuation, with no barriers in access to finance, and liquid markets.

· How well businesses and others are able to challenge and enforce IP.  Litigation and enforcement should be swift, efficient and judicious with the optimal mix of technical and legal measures.  Businesses should be aware of the range of alternative methods to challenge and enforce IP such as mediation and alternative dispute resolution.  These methods should be relatively inexpensive, swift, efficient and transparent.” 

This remit demonstrates the importance that Government, commerce and other interests attach to IPRs.  The review was published in December 2006, and many of its conclusions and recommendations will be discussed later in this book.
 
Exercise: Compare and contrast the following forms of intellectual property

1.26 
PATENTS protect inventions which must display novelty, i.e. the invention must never previously have been made available to the public by any means anywhere in the world. This is the strictest requirement of its kind in intellectual property law. However, if it and the other patentability criteria are met, the reward is the strongest type of intellectual property monopoly available. This is the absolute monopoly which allows the holder to prevent every unauthorised use of his invention in the market place. Thus, rivals cannot make and sell illicit copies of the protected invention, nor import any such copies, nor indeed sell the invention in a kit form without fear of an infringement action.
 Indeed, so strong is this form of protection that even the so-called innocent infringer is affected. The monopoly gives its holder the right to control the flow and use of information about his invention into and within the market, and it is irrelevant who or what is the source of that information. Thus, even if Abraham has no idea that Jacob already holds a patent for a vacuum cleaner that employs cyclone technology, and even when there is no suggestion whatsoever of any copying, Abraham can nevertheless be prevented from entering the public arena with his independently created version of the machine if it effectively embodies the kernel of Jacob’s invention.    

1.27
COPYRIGHT protects works that demonstrate originality. Here, originality simply means that there must be some evidence of independent skill or intellectual endeavour on the part of the creator, and that the work is not simply copied from an existing work. Thus, if we take our class on an outing to Princes Street Gardens in Edinburgh and every member of the class sketches Edinburgh Castle, each and every sketch will attract copyright protection from the moment that it is created. It does not matter that the subject is the same because the drawings themselves are original works deserving legal protection. Moreover, if half of the class also takes a photograph of the castle, each photograph will also be protected by copyright. The originality requirement is met by the simple act of holding the camera at a certain angle and the independent exercise of judgment by each person as to when she or he presses the button. In the realm of copyright, it does not matter that millions of photographs have already been taken of Edinburgh castle: originality does not mean novelty in the same sense we find in patent law. There is a good reason why different terminology is used because the threshold to qualify for protection is set at a very different level. Furthermore, none of the people who have previously photographed or sketched the castle can prevent our students from doing so. The monopoly one receives in copyright law is - as the name suggests - merely a right to prevent unauthorised copying or interference with one’s own work. It is not a monopoly throughout the market of the subject matter of the property right. As we explain in chapter 2, a copyright monopoly is restricted to the particular expression that the intellectual property creator gives to his work. It is not a monopoly over the underlying idea itself. This is just as well, for were it otherwise copyright monopolies could significantly hinder the production of works in the fields of literature and the arts. Human beings are not very imaginative creatures. We always explore the same basic themes through our stories: birth, death, love, betrayal, revenge, hate, reconciliation and salvation. Copyright does not prevent anyone writing about these subjects, it merely protects the ways in which particular stories are told.       

Question: What do ‘novelty’ and ‘originality’ mean in the context of design law? How, if at all, do these concepts dove-tail with the above definitions?  What is the threshold criterion in trade mark law? 

1.28
We can see, then, that a copyright monopoly is much weaker than a patent monopoly. Not only does this affect the nature and scope of the private rights of the property owner, but it also means that each monopoly will have a very different impact on the public sphere where it is exercised. Differential time limits are employed to minimise these effects. For example, a patent monopoly will initially only be granted for four years, although it can be renewed in successive years on the payment of a steadily increasing renewal fee.
 Ultimately, however, patent protection can only subsist for a maximum of twenty years.
 Compare this with copyright protection which, in the context of original works, lasts for the life of the author plus 70 years after his death. The compromise that is achieved balances, on the one hand, short and strong protection with, on the other, longer and yet weaker protection. In all cases when an intellectual property right expires, however, the property enters the public sphere unconditionally, where it is free to be used by anyone. 

Question: Look at the table below. Why do each of patents, copyright and design rights ultimately expire whereas a trade mark can be protected for all time coming so long as it is re-registered every ten years?     
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· Registration of intellectual property is a common, although not universal, feature of protection regimes. Patents, trade marks and some design rights must be registered. In contrast, copyright protection arises whenever a work which satisfies the qualification criteria is created and unregistered design right exists whenever a design document is produced,
 or an article is made to the design. Registration serves a number of functions, including identification of the subject matter to be protected, and a means to test whether the putative property is indeed ‘new’ (since a search of the relevant register can be carried out to determine if a similar or identical piece of property is already protected). Registers are public documents and provide a single point of reference for third parties to consider the current state of play in a particular field of innovation. 

· When a right must be registered it is important to bear in mind that the qualification criteria can be fairly stringent, and can call for no prior disclosure of the creation. The classic example of this is patent law which requires that an invention must never have been made available to the public prior to the filing of an application for patent protection. This is also true, however, in the realm of registered design law. 

What protection do intellectual products receive prior to registration?

1.29
Here the importance of common law protection through the action of breach of confidence can become important. As we discuss in chapter X, the law of confidence protects confidential information, i.e. information which is not part of the public domain. The action provides a remedy against those who disclose confidential information into that domain or are likely to do so. Thus, the threat of an action of breach of confidence can assist considerably in protecting the interests of intellectual property producers in the period between the initial conception of their idea for a new product and the time when they file for registration. 

1.30
However, in order to receive any protection at all, you must be able to express your idea with a sufficient degree of specificity to make it realisable as a final product.
 This does not necessarily mean that you should write it down - although you would be wise to do so - but it does require that you can give sufficient substance to the information for which you wish to claim protection. Above all, you must keep the information secret and only disclose it to those persons upon whom you can impose a duty of confidence. 

Question: If you write your idea down you will receive an additional form of protection beyond the threat of an action for breach of confidence? Which protection will this be? How far will this protection extend?   

SUMMARY: COMMON THEMES

A series of common themes and elements run through many, and sometimes all, forms of intellectual property protection.

· Qualification for Protection: Novelty 
All forms of intellectual property must be ‘new’ in order to receive the protection of the law. However, the degree to which a creation must be new varies with each form of IPR.     

· Procedure for Protection: Registration

Many of the statutory IPRs require registration. This assists in the identification of the property to be protected and administration of the rights to be granted.

· Form of Protection: Monopoly
Monopolies are granted to IP producers to control how their property is used and exploited by others. Different forms of monopoly attach to the different IPRs. Note, however, a common feature of these monopolies is that they only give a negative right of exclusion from the marketplace. That is, there is no positive entitlement to privilege or success in the market, and the right is a public right to be exercised against those who would compete with the IP holder in a public forum. Intellectual property constraints rarely reach into the private sphere. Thus any party who has privately used an invention prior it being the subject of a patent, or anyone who has honestly and concurrently been using a mark prior to its registration by a third party, cannot be prevented from continuing in their enjoyment of their property.    

· Duration of Protection: Time Limits 
One feature of the need to strike a balance in the provision of intellectual property protection can be seen in the imposition of time limits on the duration of many intellectual property rights. Often, this is connected with the strength of the monopoly which is offered. 

· Implementation of Protection: Remedies 
The remedies which are available for infringement of intellectual property rights are, in the main, uniform. These are:

Injunction (interdict)
An action requiring a third party to desist unlawful conduct, or to prevent him engaging therein. For example, an injunction might be granted to prevent a trader from selling infringing copies of your latest CD. 

Delivery Up
But what is to stop the rogue trader from selling his 10,000 infringing copies anyway? This remedy ensures that the infringer must hand over all infringing copies for destruction. 
Damages
Note that these two remedies are mutually 

or
exclusive, i.e. you must opt for one or the other - you cannot ask for both.

Account of Profits



Damages will be assessed by the court to reflect what, in its opinion, you have lost as a result of an infringer’s activities.


An account of profits requires that the infringer’s  profits made from his illegal activities be handed over to you.  



Here are some common expressions and notices that you will find attached to works that claim intellectual property protection.

NOTICES OF PROTECTION

PATENT PENDING
This term is used once a patent has been applied for but before it is granted. Inventors attach this to their inventions to put rivals on notice that an application is being considered. The novelty of an invention is tested by reference to what was publicly available prior to a patent application being filed. In this period an invention must not appear in the public domain - if it does protection will never be granted. Once an application is filed, however, marketing of the invention can go ahead without any risk of prejudice to the patent application.    

©
Copyright protection arises automatically whenever a qualifying work is created. However, in order to gain international recognition and reciprocity of that protection under the Universal Copyright Convention (1971), this symbol should appear on the work, together with the name of the author and the date when the work was first made publicly available. 

®
This symbol indicates that a trade mark is registered. Only formally registered marks are entitled to appear with this symbol. It is an offence falsely to represent that a mark is a registered trade mark.

TM
Intellectual property producers sometimes attach this symbol to signs, names or logos in an attempt to infer that these are trade marks. Often this happens when trade mark protection has been refused, or is unlikely to be granted, or the producer does not want to go to the time and expense of registering his mark. In Europe, this symbol has no legal effect whatsoever.  

D
This notice appears on registered designs which seek recognition under the Hague Agreement Concerning the International Deposit of Designs (1960). The encircled D must appear together with the year of the deposit, the name of the depositor and the number of the international deposit. 
P
This symbol puts others on notice that rights of producers of phonograms or performers are being claimed under the Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organisations (1961). As above, name and date must also appear.
T
This is a similar system to those above, this time in respect of topography rights under the EC Directive 87/54 of December 16, 1986. Where the legislation of Member States provides that semiconductor products manufactured using protected topographies may carry an indication this should be in one of the following forms: T, T, “T”, [T], or T*.
Developing Intellectual Property Law

1.31
Intellectual property law is more in demand now than it has ever been. Businesses are increasingly aware of the importance of intellectual property to their survival, and as a consequence increased pressure has been brought to bear on intellectual property law to provide adequate protection for new and emerging technologies. Two forms of development are possible.

Accretion occurs when an existing right is extended to protect a new entity, for example, the extension of copyright protection to computer software and databases.

Emulation occurs when a new right is created to protect a new entity. This occurred with the advent of semi-conductor topography protection and is also a device that has been used to protect the content of databases.

A Paradox in Development?
1.32
At the current time intellectual property rights remain creatures of territorial effect only, with a few notable exceptions. The irony in this is that national intellectual property laws have been under supra-national influences for centuries, and indeed the drivers of modern intellectual property development come almost exclusively from the international sphere. Intellectual property law is truly an international subject, and one cannot acquire a true understanding of the discipline by looking only at national rights.

THE MAP OF INTELLECTUAL PROPERTY LAW

NATIONAL LAW
MOST IPRs ARE CREATURES 

OF TERRITORIAL EFFECT ONLY

EUROPEAN LAW INFLUENCES ON IP LAW
(a) Programme of 

harmonisation and approximation of laws 

(b) Community-wide IPRs

(Community Trade Marks and Designs)

(c) EC Treaty

Free Movement of Goods and Services 

(Arts. 295, 28 and 30)

Anti-restrictive and monopolistic practices 

(Arts. 81 and 82) 

INTERNATIONAL AGREEMENTS, 

CONVENTIONS, PROTOCOLS ETC.

common features:
(1) Access to protection and ‘national treatment’ for foreigners

(2) Minimum (harmonised) standards of protection to be offered by national laws

National Law

1.33
You will see below that many international instruments and European initiatives now shape and direct intellectual property law. Despite this, there are very few IPRs which have an effect beyond the particular jurisdiction in which they are granted. This means that protection is only available in the jurisdiction where it is recognised, and for the IPRs that must be registered this means that an intellectual property producer must register his rights in each jurisdiction where he wants protection. This cumbersome process is eased in some cases by international agreements that permit one application to be lodged and then considered for a number of specified countries. For example, the Patent Cooperation Treaty (1970) provides such a mechanism for patents, the Madrid Agreement Concerning the International Registration of Marks (1981) offers an equivalent system for trade marks, and the Hague Agreement Concerning the Deposit of Industrial Designs (1925) allows for the deposit of a single design application which will be recognised throughout all countries that are signatories to the Agreement. In each case, however, infringement and enforcement procedures can only be invoked in the domestic courts of individual states.   

1.34
In the context of copyright, signatory countries to the Berne Convention for the Protection of Literary and Artistic Works (1886) and the Universal Copyright Convention (1952) guarantee mutual recognition of copyright to nationals of fellow signatory states.
Question: To which of the above-mentioned international agreements is the United Kingdom a signatory? Hint - each of these measures is administered by the World Intellectual Property Organisation (WIPO) based in Geneva.  

A tension between legislative onslaught and judicial reticence
1.35
One outcome of this rather curious mix of national and international dimensions to intellectual property law is that we can see the discipline being pulled in different directions depending on who is holding the reins at any given time. For example, while there is a very significant push to maintain international legislative initiatives designed to extend intellectual property protection in the economic interests of IP producers, at the same time many domestic courts - especially in the United Kingdom - are seeking to restrict the scope and influence of IPRs through the interpretations that they give to intellectual property measures. This affects intellectual property law in a number of different ways. For one thing, it means that there may be considerable disharmony between different countries in terms of the actual rights that intellectual property holders enjoy. Thus, even if the substantive legal provisions are the same - in that they have been agreed internationally and incorporated into the letter of domestic law - the effect given to those provisions through interpretation by the national courts can result in fairly wide variations in practice.  

Exercise: Consider whether this is an accurate statement of a phenomenon in modern intellectual property law as you read through this book. Why might the courts have different agendas to international law and policy makers? What are the wider implications of this disparity of approach? Which faction is likely to win out in the end? Will this be the right result?      

The European Dimension

1.36
It is precisely because intellectual property rights have traditionally only been effective in individual states that the European Union has taken such an interest in this area of law. Primarily, this is because of the prospect that the exercise of IP monopoly rights within the European Single Market will have the effect of partitioning that market and thereby thwart one of the fundamental guiding principle of the Union, namely, that goods should be allowed to circulate freely within the Community. A moment’s reflection should reveal how this can happen. If A has a patent only in France, her invention will only be protected in that country. She cannot, therefore, prevent the copying of her invention elsewhere in the Community, nor can she control what happens to versions of the invention that she herself has produced once these leave French soil. However, her French patent should, in principle at least, allow her to prevent any imports into France, both of infringing goods that she has never authorised, and also of copies of the invention that she might have sold elsewhere. While the first of these rights is thought to be permissible, the second has been severely curtailed in the name of protection of the Single Market.  Other problems can arise when IPRs are protected unevenly within the Market’s territory. For example, if copyright is protected for the life of the author plus 50 years in Britain, but subsists for the life of the author plus 70 years in Germany, material will fall out of copyright in the former earlier than the latter allowing it to be copied by anyone and to circulate freely except in Germany where it retains an additional 20 years of protection. Once again, this can lead to a division of the Single Market along private property lines.
   

1.37
The Community has launched a three-pronged offensive on intellectual property rights as a result of these concerns in an attempt to minimise their adverse effects.

(a) Harmonisation and Approximation of laws

1.38
The Community has been engaged in a robust programme of harmonisation (also sometimes known as ‘approximation’) of certain crucial areas of intellectual property law for over three decades. This has several advantages beyond ensuring that each member state applies the same legal provisions to intellectual property protection. Perhaps most importantly, it brings the interpretation of intellectual property law within the rubric of the European Court of Justice, and this is one way of addressing the potential for residual unevenness around the Community in the way in which IPRs are given effect by domestic courts.   

1.39
Already a number of projects have been completed or are in progress. Other (wider) European initiatives also exist. Here are some key and more recent examples of the initiatives:

Harmonisation measures in Europe

· Patent Law harmonisation (European Patent Convention, (1973)), establishing the European Patent Office in Munich, Germany (1978) - UK law was brought into line in the Patents Act 1977.

· Trade Mark approximation - UK law - Trade Marks Act 1994.
 Establishment of the Community Trade Mark - administered by the Office for Harmonization in the Internal Market (OHIM) - Alicante, Spain.
 

· Harmonisation of the period of duration of rights in copyright (now life of the author plus 70 years for original works, following the German model) - see, Duration of Copyright and Rights in Performances Regulations 1995, SI 1995/3297.

· Harmonisation of the legal protection of databases, now embodied in UK under the Copyright and Rights in Databases Regulations 1997, as incorporated into the Copyright, Designs and Patents Act 1988.
 

· Harmonisation of legal protection of biotechnological inventions (Parliament and Council Directive of July 1998, now incorporated into domestic UK law in the Patents Regulations 2000).

· Harmonisation of design law - UK complied through the Registered Designs Regulations 2001 (SI 2001/3949).
 Establishment of Community registered and unregistered design rights - administered through the OHIM.

· More recently, the European Parliament and Council have adopted the Information Society Directive. The measure responds to the considerable advances of the technical age, setting out a revised role for copyright and new rights in respect of digital technologies. Inter alia, it seeks to clarify and harmonise the protection accorded to those who create works to be disseminated and exploited through such media.
   
· Finally, the Electronic Commerce Directive has the dual aim of stimulating e-commerce and harmonising a range of legal provisions in respect of e-commerce and the Internet. Although this only touches indirectly on certain aspects of intellectual property law it broader impact is likely to be enormous.

The text of these initiatives, and more information on them, can be found at the following website: http://europa.eu.int/eur-lex/en/lif/reg/en_register_1720.html

(b) Community Rights
1.40
You should note from the above list that in two instances the European Community has instituted new Community-wide intellectual property rights. The first of these was the Community Trade Mark, established by means of a Council Regulation in 1996.
 It is administered through the Office for Harmonization in the Internal Market (OHIM), based in Alicante, Spain. Most recently, the Council adopted the Regulation on Community design rights, which will introduce both registered and unregistered design rights with effect throughout the Community, and which will also be administered by the OHIM.
 Neither of these measures supplants the existing frameworks for domestic protection.

Question: How is it possible for the Community to legislate on property matters when Article 295 of the EC Treaty states: “This Treaty shall in no way prejudice the rules in Member States governing the system of property ownership”. Will the existence of a single Community right render national rights redundant?  
1.41
Community-wide rights are the best means to resolve the tension between territorial IPRs and the aims of the Single Market for reasons which should be self-evident. There can be no partitioning of the market if only a unitary right can subsist throughout its territory. Moreover, the creation of new legal provisions means that mechanisms can be incorporated ab initio to prevent anti-competitive uses of the IPRs. We explore the details and the functioning of the Community IPRs in chapters X and Y. 

1.42
These European successes have not been easy to bring about. Often there is difficult in getting consensus on the terms of protection, the languages to be used for registration purposes and the scope of the eventual rights to be granted. In particular, disputes about the possible protection of spare parts held up the Regulation on design rights for a number of years. Longer still in the making has been the Community Patent right which has been on the cards since the mid-1970s, but sufficient agreement has never been reached to bring an international instrument into force.
  This has only has only recently re-emerged as a viable option with a proposal for a Council Regulation,
 as we discuss in chapter X, although many of the same problems re-emerge, including the very thorny issue of language: if patent law requires that an inventor describe in intricate detail the workings of his invention, and there are 11 official languages of the EU, in which language or languages must this description appear? Translations into all official languages would make patenting prohibitively expensive, but if we do not require all, then which? Can you think of a reasonable compromise?  

(c) Free Movement of Goods and Restrictions on Anti-Competitive Practices
1.43
Another important influence of European law comes from certain key provisions in the EC Treaty.  Because of the potential for IPRs to interfere with the aims and smooth operation of the Single Market, the European Court of Justice (ECJ) has taken it upon itself to rule on the extent to which the exercise of IPRs conflicts with European law, and to temper the scope of those rights as a result. Attention has focused on the interpretation of Articles 28, 30 and 295 of the EC treaty. Article 295 specifically reserves property law matters to the member states, including intellectual property laws, but the ECJ has interpreted this to mean that only the existence of such rights enjoy unfettered national protection. The exercise of those rights may be curtailed if it represents an unjustified interference with free trading practices. Articles 28 and 30 operate to prohibit unjustified restrictions upon what can be imported and exported between member states. And, while Article 30 allows restrictions upon imports if they are justified to protect ‘industrial or commercial property’, it will not do so if the restriction which is imposed amounts to ‘arbitrary discrimination’ or ‘disguised restriction’ on trade which is otherwise legitimate. 

1.44
A common example of how the ECJ has taken all of these interpretations and applied them to the exercise of IPRs is found in the context of parallel imports. While it is acceptable for an IP rights holder to exercise his rights within a particular member state, he will be deemed to have ‘exhausted’ his right if he permits export to one or more member states, or exercises the right there himself, or allows it to be exercised with his (free) consent. If, then, a third party who has legitimate possession of protected goods in member state X wishes to re-import the goods into the IP right holder’s country (undoubtedly at a lower price than they are being sold by the right holder), the latter cannot prevent the former from doing so, as it would represent an unfair fetter on free trade. The IP rights holder is said to have exhausted his rights in this regard, and can no longer impose any restrictions of the free circulation of those goods within the Single Market. Thus in one sense the scope of the IPR is modified, in that to ‘the right to first market’ now forms part of the IPR but also operates as a limitation on it. In all other senses, however, IPRs operate normally. Note, too, that these restrictions only apply when the intellectual products have been first marketed by the rights holder himself or with his ‘consent’, and this has led to more recent debate about the legal meaning of consent, requiring further rulings by the ECJ.

International Exhaustion 

1.45
All of this is done in the name of protecting the integrity of the Single Market, i.e - in regulating what happens within that market. But what is the position of the IPR holder who wants to exercise his rights to prevent goods entering the Single Market from outside its borders? Well, the ECJ has ruled that the principle of ‘international exhaustion’ does not apply to IP rights protected within the EU. Thus, when S, the manufacturer of designer sunglasses, sold his previous year’s stock to a trader in Bulgaria - and therefore outside the EU - he was none the less able to use his trade mark right in respect of the sunglasses - Silhouette - to prevent an Austria retailer from buying the glasses cheaply and importing them back into the Union to compete with the rights holder.
 This has been a very controversial decision, not least because it is seen to favour the interests of manufacturers and IP holders over the interest of European consumers, keeping lower cost, quality products out of the European marketplace. Moreover, it is also questionable as a legitimate use of a trade mark right. Neither the product, nor the mark are being held out as anything other than that which they are, namely, the goods and mark of the IP holder. Thus, in strict terms, has the trade mark right not served its function, which is to act as a mark of quality and a badge of origin? We explore this, and other, controversial issues in this realm in Chapter X.   

Anti-competitive practices 

1.46
Articles 81 and 82 of the EC Treaty operate to ensure that free trade is not compromised by unacceptable restrictive or monopolistic practices. Article 81 prohibits, inter alia, the establishment and operation of cartels between enterprises which have as their object or effect the distortion or prevention of competition in the Single Market. Article 82 concerns the abuse of a dominant position within a particular market by any particular commercial enterprise, to the extent that it affects trade between member states. The Article offers examples of how such an abuse might be affected; namely - (a) directly or indirectly imposing unfair purchase or selling prices or other unfair trading conditions, (b) limiting production, markets or technical development to the prejudice of consumers, (c) applying dissimilar conditions to equivalent transactions with other trading parties, thereby placing them at a competitive disadvantage, (d) making the conclusion of contracts subject to acceptance by the other parties of supplementary obligations which, by their nature or according to commercial usage, have no connection with the subject of the contracts.  Any agreements which contravene Articles 81 or 82 are void. 

1.47
These provisions are policed by the European Commission which can offer guidance on the fine line between acceptable and unacceptable practices, as it has done, inter alia, by issuing ‘block exemptions’ for certain types of agreement or terms in agreements.
 By the same token, the Commission is also empowered to fine any undertaking which contravenes the terms of Articles 81 and 82.

1.48
The relevance of these provisions for IP holders is seen most acutely in the context of licensing. Intellectual property is exploited through licences, which are simply agreements between the right holder and third parties to determine how, when, where, and for how much the third party can exploit the intellectual property of the owner. Ordinarily, these licences are subject to domestic contract law, with the proviso that they must also accord with Articles 81 and 82. Thus, the terms of these agreements are potentially liable to scrutiny by the Commission, although the granting of block exemptions has made it clearer as to which provisions may or may not be included. Moreover, it is not the case that a refusal to enter an agreement with a third party to exploit IP is automatically a contravention of the EC Treaty, even although this might leave the IP right holder with exclusive control of his property in the market.
 In some circumstances, however, it may be.
 We discuss the margins of permissible and impermissible conduct in Chapter X.   

International Obligations
1.49
We can see, then, that the EU has its own particular agenda for interfering with the exercise of IPRs and guiding their future development. However, beyond this particularised regional influence, other agendas have operated for well over a century, and today a large number of internationally-imposed obligations mould the nature and content of IPRs and ultimately determine the direction of IP Law.

1.50
Although it has been the tradition of intellectual property law to protect rights first and foremost at the national level, the international possibilities for the exploitation of intellectual property have long been appreciated. Markets do not recognise territorial boundaries, and intellectual property producers will always gravitate towards a potential market. And, as international trade became a more realistic possibility with the advent of the industrial revolution in the 19th century, so too industrialised nations realised that disparities between markets in terms of intellectual property protection could have an adverse impact on the rights of their intellectual property producers and, in turn, on their own economic interests. In a spirit of economic reciprocity, then, a number of countries sought to establish multilateral treaties to minimise these adverse effects. The first instruments to emerge were the Paris Convention for the Protection of Industrial Property (1883), and the  Berne Convention for the Protection of Literary and Artistic Works (1886).     

PARIS CONVENTION FOR THE PROTECTION OF INDUSTRIAL PROPERTY (1883, as revised)
The protection of ‘industrial property’ has as its objects patents, utility models, industrial designs, trademarks, service marks, trade names, indications of source or appellations of origin, and the repression of unfair competition.

BERNE CONVENTION FOR THE PROTECTION OF LITERARY AND ARTISTIC WORKS (1886, as revised)

The expression “literary and artistic works” shall include every production in the literary, scientific and artistic domain, whatever may be the mode or form of its expression, such as books, pamphlets and other writings; lectures, addresses, sermons and other words of the same nature; dramatic or dramatico-musical works; choreographic works and entertainments in dumb show; musical compositions with or without words; cinematographic works to which are assimilated works expressed by a process analogous to cinematography; works of drawing, painting, architecture, sculpture, engraving and lithography; photographic works to which are assimilated works expressed by a process analogous to photography; works of applied art; illustrations, maps, plans, sketches and three-dimensional works related to geography, topography, architecture or science.

Question: Why two conventions and not one? What differentiates ‘industrial property’ under the Paris Convention from the entities protected under the Berne Convention? Does this remain a meaningful distinction in the modern age?
1.51
Signatory countries to these conventions undertook to provide two key elements of protection. The first is national treatment of foreigners, which, as the name suggests, means that any individual seeking protection in a signatory country furth of his own shores must be dealt with on the same terms as if he were a national of that country. Second, these instruments sought to establish certain baselines of protection, as the above definitions indicate, to ensure that the same kinds of ‘property’ were protected in the various Party states. The obligation to provide this level of protection is, however, very broadly drafted. For example, the United Kingdom does not have a specific law to guard against unfair competition, yet the argument is made that the UK none the less complies with its international obligations under the Paris Convention in a piecemeal fashion, inter alia, because of the existence of common law actions such as passing off and breach of confidence. 

Question: What does protection against unfair competition mean? Do you think that the UK maintains a defensible position in this regard? Would it be preferable to institute a specific law in this area? Reconsider the question after you have read chapter 17.      

SUMMARY

Two main themes typify international agreements 

on intellectual property protection.

(1) Access to protection and ‘national treatment’ for foreigners

(2) Minimum (harmonised) standards of protection to be offered by national laws.    

The Paris and Berne Conventions, and indeed many other instruments, are administered by the World Intellectual Property Organisation (WIPO) in Geneva.
 Disputes and compliance measures may be dealt with through the International Court of Justice.

TRIPS AGREEMENT (AGREEMENT ON TRADE-RELATED ASPECTS OF INTELLECTUAL PROPERTY RIGHTS, 1994)

1.52
This Agreement was included in the Accord which finalised the Uruguay Round of the General Agreement on Tariffs and Trade (GATT, 1994). The Agreement touches all the major forms of intellectual property right and is administered by the World Trade Organisation (WTO), also based in Geneva.
 Importantly, states which do not comply with the provisions of TRIPS may face proceedings before the GATT dispute settlement procedure and this in turn may lead to the withdrawal of GATT privileges. A variable time scale for implementing TRIPS operates to ensure that developing and least developed countries have a transitional period in which to bring their laws into compliance with the Agreement. 

1.53
TRIPS is similar to the Paris and Berne Conventions in that it provides for national treatment and seeks to harmonise basic intellectual property provisions. However, in other respects it goes far beyond its 19th century counterparts. For example, TRIPS puts more flesh on the bones of the elements of protection required of signatory countries, as we shall see in each of the chapters to come that deal with the substantive law. Moreover, TRIPS ties these countries into many of the essential terms of the Paris and Berne Conventions, even if they are not signatory to them, thereby considerably extending the reach of these instruments.
 

1.54
The motivation for the implementation of TRIPS is almost entirely economic. It was driven by the concerns of Western industrialised countries, and most notably the United States, who could not countenance the multi-billion dollar trade in unauthorised intellectual property that had develop over the years, despite the existence of Paris and Berne. One of the problems was that these Conventions had not attracted universal support, and in particular many of the countries where illicit trading was taking place were not signatories to them, and so were not subject to their terms. How then to implement a regime that could bring offending states under its influence? The answer was trade. By linking TRIPS to GATT, and so thereby bringing all signatory states under the auspices of the WTO, the relevant politicians and governments in control have been able to establish a system which is almost impossible to resist. No state in the modern world can develop without international trade, and so tight is the hold on that regime through GATT, that no state can fail to sign up, and thereby become obliged, in turn, to comply with TRIPS. The real stroke of economic genius has been to link non-compliance with TRIPS to the withdrawal of GATT privileges - in the event of an adverse ruling by the WTO - thereby potentially crippling a state’s entire economy for the sake of intellectual property rights.       
1.55
This has not been an exhaustive account of the international measures which impact on intellectual property law. It is not intended to be. Rather, this overview should give a good idea of the influences which international measures have on the discipline. Bear these in mind as you proceed through this book. For the sake of completeness, however, note too that there are many other international instruments which exist in this realm. We will consider them when this is relevant in the forthcoming chapters.  

OTHER INTERNATIONAL INSTRUMENTS

Patents

· Patent Cooperation Treaty, Washington 1970

· Convention of the Grant of European Patents, (European Patent Convention), Munich 1973. Protocol on Interpretation of Article 69.

· Budapest Treaty on the International Recognition of the Deposit of Microorganisms for the Purposes of Patent Protection, 1977.

Copyright
· Universal Copyright Convention 1952, revised 1971 

· WIPO Copyright Treaty, 1996, and associated Agreed Statements

Designs
· Hague Agreement Concerning the International Deposit of Industrial Designs, 1925, as revised.

Trade Marks
· Madrid Agreement Concerning the International Registration of Marks (1891, as revised, and Protocol, June 1989)

· Trademark Law Treaty, Geneva 1994

Appellations of Origin

· Lisbon Agreement for the Protection of Appellations of Origin and Their International Registration (1958, as revised)

Performers’ Rights

· WIPO Performances and Phonograms Treaty, 1996, and Agreed Statements.

· Rome Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organisation (1961)

· Geneva Convention for the Protection of Producers of Phonograms Against Unauthorised of their Phonograms, 1971.  

Plant Breeders’ Rights
· International Convention for the Protection of New Varieties of Plants (UPOV Convention 1961, as revised 1991)

Integrated Circuits

· Treaty on Intellectual Property in Respect of Integrated Circuits, 1989

Intellectual Property and Human Rights

1.56
A final influence on the possible develop of intellectual property law that we must consider comes once again from the international plane, although this time the forces at work may be pulling in different directions. The European Convention for the Protection of Human Rights and Fundamental Freedoms (1950) was a post-war initiative by the Council of Europe designed to prevent a repeat of the atrocities of the era that had immediately gone before. Its general approach is to establish fundamental, and largely negative, rights for individuals against the State. Over the years a rich and complex jurisprudence has grown around the Articles of the Convention through the work of the European Court of Human Rights in Strasbourg, but for the most part its rulings have only touched the lives of UK citizens indirectly, because successive governments had refused to make the terms of the Convention part of domestic law. All of this changed, however, with the passing of the Human Rights Act 1998, which came into full force in October 2000. The last few years have accordingly seen an explosion in speculation about the possibility of human rights applications across every conceivable area of law, including intellectual property law.
 And, while it remains to be seen how far the British courts will allow human rights discourse to affect intellectual protection, it is undeniable that this represent a potentially significant sea change in the power balance between the various institutions who shape and form this discipline.       
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� http://www.patent.gov.uk/


� http://www.european-patent-office.org/


� Other important patent offices are the US Patent and Trademark Office <http://www.uspto.gov/> and the Japanese Patent Office <http://www.jpo.go.jp/>.


� http://oami.eu.int/


� Council Directive 87/54/EEC of 16 December 1986 on the legal protection of topographies of semiconductor products.


� Council Regulation (EC) No. 2100/94 of 27 July 1994 on Community plant variety rights.


� UPOV Convention for the Protection of New Varieties of Plants 1961, 1991. 


� A possible variation on this occurs with the protection of confidential information, which need not be in written form to be protected, but must nevertheless be sufficiently identifiable to merit protection. See Chapter X, below.  


� Bell, Commentaries, I, 103.


� See, for example, Glyn v. Weston Feature Films [1916] 1 Ch 261 (copyright); Re Masterman’s Application [1991] RPC 89 (registered designs), Re Hack’s Application (1941) 58 RPC 91 (trade marks).  


� See, Coco v A.N. Clark (Engineers) Ltd [1969] RPC 41, and Attorney General v. Guardian Newspapers (No.2) [1990] 1 AC 109.


� European Convention on the European Convention for the Protection of Human Rights and Fundamental Freedoms, 1950, Protocol 1, Article 1: ‘Every natural person is entitled to the peaceful enjoyment of his possessions. No one shall be deprived of his possessions except in the public interest and subject to the conditions provided for by law and by the general principles of international law’.   


� Article 295 of the EC Treaty states: ‘This Treaty shall in no way prejudice the rules in Member States governing the system of property ownership’. 


� Being the Patent Office in the United Kingdom.


� Patents Act 1977, s.48.


� Copyright, Designs and Patents Act 1988, s.237.


� Patents Act 1977, ss.55-58.


� Patents Act 1977, s.57A.
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